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ONTARIO
SUPERIOR COURT OF JUSTICE

B E T W E E N:

HEATHER ROBERTSON
Plaintiff

and

PROQUEST INFORMATION AND LEARNING LLC, CEDROM-SNI INC., 
TORONTO STAR NEWSPAPERS LTD., ROGERS PUBLISHING LIMITED

and CANWEST PUBLICATIONS, INC.
Defendants

and

VARIOUS OTHER PARTIES LISTED ON SCHEDULE “A”
Third Parties

and 

VARIOUS OTHER PARTIES LISTED ON SCHEDULE “A”
Fourth Parties

Proceeding under the Class Proceedings Act, 1992

FACTUM OF CERTAIN
THIRD PARTIES AND FOURTH PARTIES

(Motion Returnable November 30, 2009)

PART I – OVERVIEW

1. This is a motion brought by the representative Plaintiff to stay, strike or sever the third-

and fourth-party proceedings which were commenced by the second-party defendants ProQuest 

Information and Learning LLC and CEDROM-SNI Inc. and the third-party defendant ProQuest 

Information Access ULC (“ProQuest and CEDROM”) following the certification of this action.
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2. The third- and fourth-party claims were brought against publishers of “Print Media” 

whom ProQuest and CEDROM alleged had agreed to indemnify and hold harmless against any 

damage, claim, liability, settlement cost or expense (including attorneys’ fees) arising out of or in 

connection with a breach or alleged breach of a representation or warranty, or any claim or 

action of any other party for infringement or violation of that other party’s intellectual property 

rights. 

3. Following a motion by certain not-for-profit and non-commercial third- and fourth-party 

publishers, the Ontario Superior Court of Justice made an order amending the class definition in 

this Class Action.  As a result of the September 15, 2009 Order (the “September Order”), the 

plaintiff class no longer includes individuals who provided Works to a not for profit or non-

commercial publisher of Print Media which was a licensor to a Defendant (including a third 

party Defendant), and where such persons either did not expect or request, or did not receive, 

financial gain for providing such works. It is expected that the September Order will result in the 

discontinuance of the third- and fourth-party proceedings as against many of the publishers of 

Print Media.

4. The presence of the remaining publishers of Print Media is necessary to enable the Court 

to adjudicate effectively and completely on the central copyright issue in this matter, namely 

whether the licences obtained by the primary publisher included an express or implied term 

permitting the Activities (as defined in the Certification Order). 

5. Moreover, were the remaining publishers of Print Media to be struck from the 

proceedings, it is possible that they would nonetheless be bound by any determination of the 

issues as against ProQuest or CEDROM.  It is therefore essential that they remain in the 
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proceedings to avoid multiple trials with overlapping evidence and the potential for inconsistent 

findings.

PART II – FACTS

6. This action was commenced in July 2003 as a proposed class proceeding by Heather 

Robertson to seek financial compensation for a class of authors whose original literary works, 

initially published in print media, were subsequently published electronically by the defendants 

who comprise a group of database publishers.

Reference: Plaintiff’s Motion Record, Exhibit A, para. 9

7. The Statement of Claim alleges that the Class members are the owners of copyright in 

and to the Works which were published in Canada in Print Media. It alleges that while the Class 

members licensed limited rights to the Works, in no case did they sell to the defendants the right 

to copy, produce, reproduce, communicate, disseminate or publish the Works in Electronic 

media.

Reference: Plaintiff’s Motion Record, Exhibit A, paras. 8-9

8. This class proceeding was certified on consent of counsel for the second party defendants 

and the Plaintiff by Certification Order dated October 21, 2008. The Certification Order certified 

the following as common issues:

4 (b)  To what extent, if any, have the defendants or their predecessors in interest had a 
practice from obtaining from the class members written licences to disseminate the class 
members’ works in Electronic Media?
   (c)  For class members’ works in Print Media that the defendants reproduced, 
distributed or communicated to the public by telecommunication in Electronic Media, did 
the licences obtained by the primary publisher include an implied term permitting the 
Activities … that is “necessary to give business efficacy to an agreement” or on the basis 
of custom and practice?
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   (d)  If an infringement of copyright is found in respect of any of the Activities, does fair 
dealing provide the defendants a defence?  

Reference: Plaintiff’s Motion Record, Exhibit B

9. At the hearing which culminated in the consent certification of this proceeding, there was 

no representation on behalf of any of the third or fourth parties, for the simple reason that they 

had not yet been added to this proceeding.

10. In April 2009, ProQuest and CEDROM issued and served third- and fourth-party 

proceedings against alleged original publishers of Print Media. These proceedings allege that the 

third and fourth parties bear contractual responsibilities for any damage, claim, liability, 

settlement cost or expense (including attorneys’ fees) arising out of or in connection with a 

breach or alleged breach of a representation or warranty, or any claim or action of any other 

party for infringement or violation of that other party’s intellectual property rights.

Reference: Plaintiff’s Motion Record, Exhibits H-K

11. On June 16, 2009, this Court issued an Order setting a timetable for the motion to amend 

the Certification Order and for the plaintiff’s motion to stay, sever, and/or strike the third and 

fourth party claims to the proceedings. This Order stayed all third and fourth party claims and 

actions pending final disposition of the plaintiff’s motion.

Reference: Order of Cullity, J., dated June 16, 2009

12.  On a consent motion by a number of non-commercial or not for profit publishers, the 

Court issued an Order on September 15, 2009 excluding from the Plaintiff class those individuals 

who provided Works to a not for profit or non-commercial publisher of Print Media which was a 

licensor to a Defendant (including a third party Defendant), and where such persons either did 
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not expect or request, or did not receive, financial gain for providing such works (the “September 

Order”).

Reference: Order of Cullity, J., dated September 15, 2009, Plaintiff’s Factum, Schedule 
B

13. In his endorsement granting the September Order, Cullity J. observed that “It is 

anticipated that, as a result of the narrowing of the class, most of the third and fourth party claims 

against non-commercial publishers will be discontinued”.

Reference: Endorsement of Cullity, J., dated September 15, 2009, at pp. 2-3, Plaintiff’s 
Book of Authorities, Tab 1

14. The responding parties herein include parties whose authors contribute works on a 

volunteer unpaid basis (referred to throughout this factum as “the Group of Defendants”).  The 

Group of Defendants oppose the relief sought by the Plaintiff.    

15. Multiple third and fourth parties have raised or intend to raise defences to the main action 

as well as the third and fourth party claim which arise from the specific context and 

circumstances of their particular relationship with the Class Members who contributed Works for 

publication in their respective publications.

Reference: Affidavit of Sharon McAuley, paras. 5-6, dated September 30, 2009 
(“McAuley Affidavit”), Tab 1 of the Motion Record of Toronto Life 
Publishing Company (“Toronto Life Motion Record”).
Affidavit of Beverley Murphy, paras. 11-12, dated November 11, 
2009 (“Murphy Affidavit”), Tab 1 of the Motion Record of certain 
Third and Fourth Parties represented by Davis LLP.
Affidavit of Lindsay Krauss, para. 5, Exhibits A-B, dated November 
12, 2009 (“Krauss Affidavit”), Tab 2 of the Davis Motion Record
Affidavit of Ryan Prescott, para. 5, dated November 17, 2009 
(“Prescott Affidavit”), Tab 1 of the Motion Record of certain Third 
and Fourth Parties represented by McCarthy Tétrault LLP.

16. These defences will include, but will not be restricted to, allegations that these parties had 

all the requisite rights to make the Works available in Electronic Media, or to authorize others to 
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do so, via express or implied licences that arise in the context of the nature and the purpose of 

their publications.

Reference: McAuley Affidavit, paras. 5-6
Murphy Affidavit, paras. 11-12
Krauss Affidavit, paras. 5-7, Exhibits A-B
Prescott Affidavit, para. 5

17. Information supporting the above-mentioned defences is in its possession, power, or 

control of these third and fourth parties, and not in the possession, power or control of the second 

party defendants.

Reference: McAuley Affidavit, para. 5
Murphy Affidavit, paras. 12, 14
Prescott Affidavit, para. 6
Affidavit of Rodrigue Gauvin, dated October 2, 2009, paras. 22-24 
(“Gauvin Affidavit”), Tab 1 of Motion Record of ProQuest Information 
and Learning LLC 
Affidavit of François Aird, dated October 27, 2009, paras. 9-11, 15-18 
(“Aird Affidavit”), Tab 1 of Motion Record of CEDROM-SNI 

18. The third and fourth parties who desire to defend the Plaintiff’s central claims of 

infringement require discovery regarding evidence of the Plaintiff’s allegations of substantive 

copyright violation.

Reference: McAuley Affidavit, para. 7
Murphy Affidavit, paras. 15-16
Prescott Affidavit, para. 6

19. Should the plaintiff’s desired relief be granted, the third and fourth parties risk being 

bound by substantive decisions without being given an opportunity to participate in the process.

Reference: McAuley Affidavit, paras. 7-8
Murphy Affidavit, para. 17

20. Should the plaintiff’s desired relief be granted, the third and fourth parties anticipate 

significant duplication of effort and additional unnecessary expense.
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Reference: McAuley Affidavit, paras. 7
Murphy Affidavit, para. 18

21. Should the plaintiff’s desired relief be granted, the multiple trials that would ensue raises 

the possibility of inconsistent results.

Reference: McAuley Affidavit, paras. 7
Murphy Affidavit, para. 17
Gauvin Affidavit, para. 28

PART III – LAW AND ARGUMENT

The Class Action Directly and Inextricably Involves the Third and Fourth Parties

22. Rule 5.03(1) of the Rules of Civil Procedure requires that:

Every person whose presence is necessary to enable the Court to 
adjudicate effectively and completely on the issues in a proceeding 
shall be joined as a party to the proceeding.

23. Rule 29.01 of the Rules of Civil Procedure provides: 

A defendant may commence a third party claim against any person 
who is not a party to the action and who,

(a) is or may be liable to the defendant for all or part of the 
plaintiff’s claim;
(b) is or may be liable to the defendant for an independent claim 
for damages or other relief arising out of,

(i) a transaction or occurrence or series of transactions or 
occurrences involved in the main action, or

(ii) a related transaction or occurrence or series of
transactions or occurrences; or
(c) should be bound by the determination of an issue arising 
between the plaintiff and the defendant.

24. Rule 29.08(2) of the Rules of Civil Procedure requires: 

The Third Party Claim shall be tried at or immediately after the
trial of the Main Action, unless the Court orders otherwise.

25. Section 138 of the Courts of Justice Act provides:
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As far as possible, multiplicity of legal proceedings shall be 
avoided.

26. The objective of a third party claim is to attempt to accomplish a number of tasks: to 

avoid a multiplicity of actions; to avoid contradictory or inconsistent findings in two different 

actions on the same facts; to allow the third party to defend the Plaintiff’s claim; to save costs 

and to prevent the Plaintiff from enforcing a judgment against the Defendant before the third 

party is determined.

Reference: Freudmann-Cohen v. Tran, (2004), 70 O.R. (3d) 667 (C.A.) at paras. 20-24
Sanga v. Betteridge (1994), 17 O.R. (3d) 773 (C.A.) at p. 777 
Iroquois Falls Community Credit Union Ltd. v. Co-Operators General 
Ins. Co., 2007 CarswellOnt 4316 (ON S.C.J.) at paras. 39-40
Steven Starr Investments Ltd. v. Aaron, 1991 Carswell Ont. 3527 (Gen 
Div.) at para. 8

27. The amendments effected by rule 29.01 were intended to make substantial changes in the 

law. Claims which could not previously have been asserted under the former Rule 167 may well 

be allowed under rule 29.01. Rather than a simple “a flow through of recovery” device, it is now 

a general joinder device by which a defendant may engraft on to the main action any “related 

claim” he or she may have against non-parties, subject to the severance power given to the court 

by rule 29.09.

Reference: Freudmann-Cohen v. Tran, (2004), 70 O.R. (3d) 667 (C.A.) at paras. 21-22

28. A Plaintiff who seeks to sever the trial of a Third Party Claim has the onus of 

demonstrating prejudice or unnecessary delay.

Reference: Iroquois Falls Community Credit Union Ltd. v. Co-Operators General 
Ins. Co., 2007 CarswellOnt 4316 (ON S.C.J.) at para. 36

29.  The Court should endeavour to avoid causing injustice to third parties who would be 

prejudiced if the claims were struck. 
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Reference: Iroquois Falls Community Credit Union Ltd. v. Co-Operators General 
Ins. Co., 2007 CarswellOnt 4316 (ON S.C.J.) at para. 37

30. Where a plaintiff has access to key documents and witnesses, and evidence led in the 

main action will be relevant to a third-party claim, there are clear benefits from having all of the 

issues of fact adjudicated at the same time and avoiding a re-trial of the same issues and of 

repetition of evidence.

Reference: Iroquois Falls Community Credit Union Ltd. v. Co-Operators General 
Ins. Co., 2007 CarswellOnt 4316 (ON S.C.J.) at paras. 38-39

31. The Statement of Claim and Certification Order directly contemplate that the relationship 

between the plaintiff class and the publishers of Print Media will be a central common issue in 

the proceeding.

32. The agreements put into play by ProQuest and CEDROM are non-exclusive licences. 

Under section 13(4) of the Copyright Act, only an exclusive license must be in writing.  

Accordingly, any of the Works put into issue by the Plaintiff class may have been fully licensed 

on a non-exclusive basis to the original publishers of Print Media.

Reference: Robertson v. Thomson Corp. 2006 SCC 43 at para. 56

33. Neither ProQuest nor CEDROM possesses the necessary information to defend the 

copyright claims of the Plaintiff class.  This information is in the hands of the third- and fourth-

party publishers. The third- and fourth-party publishers are able to speak to the existence of 

written or oral licences for the Works, to the issue of business efficacy, to the prevailing custom 

and practice in their segments of the publishing industry, and to systems and practices designed 

to ensure that uses made of the Works were consistent with the fair dealing user rights 

established by the Copyright Act.
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34. Since the third and fourth parties are allegedly bound by contract to ProQuest or 

CEDROM to satisfy any costs or damages incurred as a result of a copyright infringement claim, 

they may be bound by the result of the determination of an issue arising between the plaintiff and 

the defendant even if they had full defences to these claims. 

35. Additionally, if the Plaintiff succeeds in its claims against ProQuest or CEDROM, and if 

the third- and fourth-party defendants show at subsequent trials that they had properly licensed 

the content of the Plaintiff class, the Plaintiff class will have achieved a windfall and either the 

second-party defendants or the third- and fourth-party defendants will suffer damages for what 

was licensed content.

36. The number of third- and fourth-party defendants will likely be reduced by the delivery 

of notices of discontinuance by the second party defendant ProQuest Information and Learning 

LLC and the third-party defendant ProQuest Information Access ULC as against those publishers 

who participated in the motions that led up to the September Order. The consents of the various 

parties in this matter to the September Order have reduced any delay in respect of that motion.

37. Although the Plaintiff bears the onus of demonstrating prejudice or unnecessary delay on 

this motion, her evidence consists only of a lawyer’s affidavit. This affidavit speculates without 

evidentiary basis that the “sheer volume” of parties added by ProQuest and CEDROM will 

prejudice the resolution of the main action.  Despite the references to Print Media in the 

Statement of Claim and the Certification Order, the Affidavit states that “the plaintiff has no 

relationship” with these entities. 

38. On the contrary, the adjudication of the claims of the Plaintiff class is entirely dependent 

on this Court finding that there was no express or implied licence for the Print Media to 
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authorize the second-party defendants to undertake the Activities in respect of the Works. The 

presences of such licences would serve as a full defence to the claims of the Plaintiff class.

39. The cases raised at paragraphs 29-34 of the Plaintiff’s Factum are distinguishable, as 

third and fourth-party defendants have brought evidence of full defences to the Plaintiffs’ claims 

that would provide ProQuest with a full defence to the claims raised by the Plaintiff. They have 

also provided evidence showing that they – and not the second-party defendants – possess the 

necessary evidence to answer the questions of business efficacy or custom and practice. 

Accordingly, these third- and fourth-party defendants’ involvement in the proceeding is by no 

means “academic”.  

40. Staying, striking or severing the remaining third and fourth party proceedings will create 

obstacles to the determination of the key points in issue in this proceeding. It will also prejudice 

the second-, third-, and fourth-party defendants as they are forced to relitigate, with overlapping 

evidence and the prospect of inconsistent results. 

41. Since the Plaintiff has not met its onus to demonstrate proof of prejudice or unnecessary 

delay, and the Respondents have shown that the third- and fourth-party proceedings are 

inextricably related to, and dependent on, the main action, this Court should deny the Plaintiff’s 

main and alternative relief.

PART IV – ORDER SOUGHT

42. The Group of Defendants therefore seek an order:

(a) Dismissing the Plaintiff’s motion;

(b) Granting costs in favour of the Respondents, fixed and payable forthwith.
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ALL OF WHICH IS RESPECTFULLY SUBMITTED this 23rd day of November, 2009.
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SCHEDULE “A”
LIST OF AUTHORITIES

1 Robertson v. Thomson Corp., [2006] 2 S.C.R. 363

2 Freudmann-Cohen v. Tran (2004), 70 O.R. (3d) 667 (C.A.)

3 Iroquois Falls Community Credit Union Ltd. v. Co-Operators General Ins. Co., 2007 
CarswellOnt 4316 (ON S.C.J.)

4 Sanga v. Betteridge (1994), 17 O.R. (3d) 773 (C.A.)

5 Steven Starr Investments Ltd. v. Aaron, 1991 Carswell Ont. 3527 (Gen Div.)
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SCHEDULE “B”
RELEVANT STATUTES AND REGULATIONS

Copyright Act, R.S., 1985, c. C-42, s. 13(4).

Assignments and licences

(4) The owner of the copyright in any work may assign the right, either wholly or 
partially, and either generally or subject to limitations relating to territory, 
medium or sector of the market or other limitations relating to the scope of the 
assignment, and either for the whole term of the copyright or for any other part 
thereof, and may grant any interest in the right by licence, but no assignment or 
grant is valid unless it is in writing signed by the owner of the right in respect of 
which the assignment or grant is made, or by the owner’s duly authorized agent.

Courts of Justice Act, R.S.O. 1990, c. C.43, s. 138.

Multiplicity of proceedings

138. As far as possible, multiplicity of legal proceedings shall be avoided. 

Rules of Civil Procedure, R.R.O. 1990, Regulation 194.

JOINDER OF NECESSARY PARTIES
General Rule
5.03  (1)  Every person whose presence is necessary to enable the court to 
adjudicate effectively and completely on the issues in a proceeding shall be joined 
as a party to the proceeding. 

[…]
Power of Court to Add Parties
(4)  The court may order that any person who ought to have been joined as a party 
or whose presence as a party is necessary to enable the court to adjudicate 
effectively and completely on the issues in the proceeding shall be added as a 
party. 

[…]

THIRD PARTY CLAIM
Where Available 
29.01 A defendant may commence a third party claim against any person who is 
not a party to the action and who,

(a) is or may be liable to the defendant for all or part of the plaintiff’s claim;
(b) is or may be liable to the defendant for an independent claim for damages or 
other relief arising out of,
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(i) a transaction or occurrence or series of transactions or occurrences 
involved in the main action, or

(ii) a related transaction or occurrence or series of transactions or 
occurrences; or
(c) should be bound by the determination of an issue arising between the plaintiff 
and the defendant.

[…]

TRIAL OF THIRD PARTY CLAIM

29.08  (1)  After the close of pleadings in the third party claim it shall be listed for 
trial as an action as provided in Rule 48 without undue delay and placed on the 
trial list immediately after the main action. 

(2) The Third Party Claim shall be tried at or immediately after the trial of the 
Main Action, unless the Court orders otherwise.
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SCHEDULE “C”

ONTARIO
SUPERIOR COURT OF JUSTICE

Parties Added in Third Party Claim 03-CV-252945CPOC

Canadian Association of Occupational Therapists
Canadian Music Educators Association
Canadian Psychoanalytic Society
Canadian Society for the Study of Education
Fraser Institute
University of British Columbia

Parties Added in Fourth Party Claim 03-CV-252945CPOD

Canadian Anthropology Society (successor to the named party Wilfrid Laurier University 
Department of Sociology and Anthropology)
CCH Canadian Ltd.
CLB Media Inc. (successor to the named parties Action Communications Inc. and 
Clifford Elliott and Associates Limited)
Canadian Region of the Commonwealth Parliamentary Association
Physical and Health Education Canada (successor to the named party Canadian 
Association for Health, Physical Education, Recreation and Dance)
Simon Fraser University Department of English
Wilfrid Laurier University Department of Sociology and Anthropology
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